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□ 



□ 
□ 
□ 

□ 
□ 
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Application 
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Drawing(s) 
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service under 37 CFR 1.10 on this date April 14, 2005 and is addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313- 
1450 on the date shown below. 
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or printed name 



Nina L. McNeill 



Date 
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l~l Applicant claims small entity status. See 37 CFR 1 .27 
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WARNING: Information on this form may become public. Credit card information should not be included on this form. Provide credit card 
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Total Claims Extra Claims Fee ($) Fee Paid ($) 
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Indep. Claims Extra Claims Fee ($) 
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Multiple Dependent Claims 
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HP = highest number of independent claims paid for, if greater than 3 
3. APPLICATION SIZE FEE 

If the specification and drawings exceed 100 sheets of paper, the application size fee due is $250 ($125 for small entity) 
for each additional 50 sheets or fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s). 
Total Sheets Extra Sheets Number of each additional 50 or fraction thereof Fee ($) Fee Paid ($) 
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4. OTHER FEE(S) 
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m m t i ,h^o. £f/4 / 76'7&Lf£^£CS PATENT 
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/ Client Ref. No.: CIT-3016-CIP1-CIP1 

I hereby certify that this is being deposited with the United States Postal 
Service "Express Mail Post Office to Address" service under 37 CFR 1.10 
on the date indicated above and is addressed to: 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Marc Unger et al. 

Application No.: 09/826,583 

Filed: April 6, 2001 

For: MICROFABRICATED 
ELASTOMERIC VALVE AND PUMP 
SYSTEMS 



Examiner: Chambers, A. Michael 
Art Unit: 3753 

PETITION UNDER 37 C.F.R 1.181(A)(1) 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



Applicants hereby petition that acknowledgement of consideration of references 
cited in certain Information Disclosure Statements be provided by (1) returning a copy of 
relevant forms PTO/SB/08 A and PTO/SB/08B signed by the Examiner to Applicants and (2) 
printing an identification of those references on the patent that issues from the captioned 
application. 



04/18/2005 SLUftHGi 00000053 201430 09826583 
01 FC:1462 400.00 DA 



Marc Unger et al. 
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Statement of Facts 

1 . The captioned application was filed on April 6, 2001 . 

2. The first Office Action on the merits was mailed by the Office on December 

16, 2002. 

3. On November 21, 2001, i.e. before the mailing of the first Office Action, a 
Supplemental Information Disclosure Statement Under 37 CFR §1.97 and §1.98 was filed by 
first class mail. A postcard stamped by the Office acknowledging receipt on January 4, 2002 
was returned. A true copy of the Supplemental Information Disclosure Statement Under 37 CFR 
§1.97 and §1.98 and stamped returned postcard are attached as Exhibit 1. 

4. On December 14, 2001, i.e. before the mailing of the first Office Action, 
another Supplemental Information Disclosure Statement Under 37 CFR §1.97 and §1.98 was 
filed by first class mail. A postcard stamped by the Office acknowledging receipt on January 23, 
2002 was returned. A true copy of the Supplemental Information Disclosure Statement Under 37 
CFR §1.97 and §1.98 and stamped returned postcard are attached as Exhibit 2. 

5. After a review of Applicants' file, duplicates of these Information Disclosure 
Statements were filed as courtesy copies on December 8, 2004 with a request that 
acknowledgment of their consideration be provided to Applicants. A true copy of this filing is 
attached as Exhibit 3. 

6. This request was refused by the Office in a communication mailed March 25, 
2005 indicating that the duplicate Information Disclosure Statements would not be considered 
because they were not accompanied by the certification set forth in 37 C.F.R. § 1.97(e) and 
appropriate fee. 



Marc Unger et al. PATENT 
Application No.: 09/826,583 
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7. A Notice of Allowance was mailed on November 18, 2004 and the Issue Fee 
was paid on February 22, 2005. 

Request for Consideration of Information Disclosure Statements 

"An information disclosure statement shall be considered by the Office if filed by 
the applicant . . . [b]efore the mailing of a first Office action on the merits." 37 C.F.R. 
§ 1.97(b)(3). Since the Supplemental Information Disclosure Statements filed on November 21, 
2001 and December 14, 2001 were filed before the mailing of a first Office Action on the merits, 
the Office is obliged to consider them. Evidence of proper filing and receipt by the Office of 
these Supplemental Information Disclosure Statements before the mailing of the first Office 
Action has been provided in Exhibits 1 and 2 (see ffif 3 and 4 above). 

It is respectfully believed that the refusal to consider these Supplemental 
Information Disclosure Statements as communicated by the Office on March 25, 2005 is based 
on an incorrect conclusion that they represented new Information Disclosure Statements rather 
than duplicates of previously filed Information Disclosure Statements. No certification nor fee is 
required since they were properly filed and received by the Office before the mailing of a first 
Office Action on the merits. Applicants accordingly request that acknowledgment of their 
consideration be returned and that the references cited therein be identified among the 
"references cited" on the patent that issues from the application. 

The undersigned discussed the above facts with the Examiner on April 14, 2005, 
and agreed to submit this petition. The petition fee of $130 under 37 C.F.R. §1. 17(h) is 
submitted concurrently herewith, although it is believed that the fee is properly waived. Should 
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the Office determine that any other fees are due for consideration of this petition, it is authorized 
to charge them to Deposit Account No. 20-1430. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: (415) 576-0200 

Fax: (415) 576-0300 

PMB:pmb 
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Respectfully submitted, 



Patrick M. Boucher 
Reg. No. 44,037 
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Filing Date: April 6, 2001. 
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Incomplete Application 
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(for an Application) 
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Chris Fitting 



\^ Signature 



Date 
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Attorney Docket No.: 20174C-003010US 
Client Reference No.: CIT No.: P3492 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Marc Unger et al. 

Application No.: 09/826,583 

Filed: April 6, 2001 

For: MICROFABRICATED 
ELASTOMERIC VALVE AND PUMP 
SYSTEMS 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

The references cited on attached form PTO/SB/08A/08B are being called to the 
attention of the Examiner. In accordance with CFR § 1.98(d), copies of the references can be found in 
Application No. 09/724,784, filed November 28, 2000 (Attorney docket No. 20174C-003000US). It is 
respectfully requested that the cited references be expressly considered during the prosecution of this 
application, and the references be made of record therein and appear among the "references cited" on 
any patent to issue therefrom. 

As provided for by 37 CFR 1 .97(g) and (h), no representation is being made that a 
search has been conducted or that this statement encompasses all the possible relevant information, and 
no inference should be made that the information and references cited are, or are considered to be 
material to patentability because they are in this statement. No inference should be made that the 
information and references cited are prior art merely because they are in this statement. 



Examiner: Unassigned 

Art Unit: 1772 

SUPPLEMENTAL INFORMATION 
DISCLOSURE STATEMENT UNDER 37 CFR 
§1.97 and §1.98 



Unger et al. 

Application No.: 09/826,583 
Page 2 
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Applicant believes that no fee is required for submission of this statement, since it is 



being submitted prior to the first Office Action. However, if a fee is required, the Commissioner is 
authorized to deduct such fee from the undersigned's Deposit Account No. 20-1430. Please deduct any 
additional fees from, or credit any overpayment to, the above-noted Deposit Account. 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, 8 th Floor 
San Francisco, California 94111-3834 
Tel: 650-326-2400 
Fax: 650-326-2422 

KJT:crf pa 31 84064 vi 



Respectfully submitted, 




Kent J. Tobin 
Reg. No. 39,496 
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Substitute for form 1449A/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Name 



09/826,583 



04/06/01 



Unger 



1772 



Unassigned 



Sheet 



of 2 
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FOREIGN PATENT DOCUMENTS 
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Cite 
No. 1 


Foreign Patent Document 


Name of Patentee 
or Applicant of 
Cited Document 


Date of Publication of 
Cited Document 
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Pages, Columns, Lines, 
Where Relevant 

Passages or Relevant 
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Examiner 




Date 




Signature 




Considered 





"EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance 
and not considered. Include copy of this form with next communication to applicant. 



1 Unique citation designation number. 2 See attached Kinds of US. Patent Documents. 3 Enter Office that issued the document, by the two-letter code 
(WIPO Standard ST.3). 4 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the 
patent document 5 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. 6 Applicant is 
to place a check mark here if English language Translation is attached. 

Burden Hour Statement This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark 

+ Office, Washington, DC 20231 . DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Washington, DC 20231 . 



Please type a plus sign (+) inside this box 



f+] PTO/SB/08B (08-00) 

Approved for use through 10/31/2002. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required Id respond to a coflection of information unless it contains a valid OMB oontrol number 
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Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Name 



09/826,583 



04/06/01 



Linger 



1772 



Unassigned 



V Sheet 



of 



Attorney Docket Number 



20174C-003010US 



OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials * 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of 
the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 2 




l 


Gass et aL "Integrated flow-regulated silicon micropump." Sensors and Actuators A, 43335-338 
(1994). 






2 


Sohn et al. t "Capacitance cvtometrv: Measuring biological cells one bv one," PNAS. 
97(20): 10687-10690 (2000). 






3 


Zengerle et al. T "A Micro Membrane Pump with Electrostatic Actuation." 1992 IEEE Conf. on 
Micro Electro Mechanical Systems, held 2/4-7/92 in Travemunde Germany, pgs. 19-24. 






4 


Zengerle et al., "Performance Simulation of Microminiaturized Membrane Pumps," from 7th 
International Conference on Solid-State Sensors and Actuators held 6/7-10/93 in Yokohama 
Japan, pages 106-109. 













Examiner 
Signature 



Date 

Considered 



+ 



EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance 
and not considered. Include copy of this form with next communication to applicant. 

1 Unique citation designation number. 2 Applicant is to place a check mark here if English language Translation is attached. 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark 
Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Washington, DC 20231 . 
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TO THE U.S. PATENT XND TRADEMARK OFFICE: 
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2) Form PTO/SB/08A/08B 
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Application No.: 09/826,583 
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Attorney: KJT sec,^ ^ 



RPTO/SB/21 (08-00) 

pf] Approved for use through 10/31/2002. OMB 0651-0031 

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



Please type a plus sign (+) inside this box 



TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 



Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Name 



09/826,583 



04/06/2001 



Unger 



1772 



Unassigned 



Total Number of Pages in This Submission 



1 



Attorney Docket Number 



2017C4-003010US 



ENCLOSURES (check all that apply) 



["I Fee Transmittal Form 

l~l Fee Attached 
PI Amendment / Response 

□ After Final 

PI Affidavits/declaration(s) 
l~l Extension of Time Request 
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Incomplete Application 
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(for an Application) 
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The Commissioner is authorized to charge any additional fees to 
Deposit Account 20-1430. 

Total number of pages does no t include cited references. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 
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and 

Individual name 
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search has been conducted or that this statement encompasses all the possible relevant information, and 
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Examiner: Chambers, A. Michael 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Sir: 

This communication provides courtesy copies of the Information 
Disclosure Statement filed on December 14, 2001. It appears from the Image File 
Wrapper on the U.S.P.T.O. website and file history that this IDS was never considered by 
the Examiner. The copy of the IDS provided is identical to that submitted on December 
14, 2001 . A copy of a date-stamped postcard is also enclosed to show prior receipt of the 
IDS by the U.S. Patent Office on January 23, 2002. Applicants also enclose herewith 
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copies of the cited non-patent literature references identical to those cited in the 
December 14, 2001 IDS for the Examiner's convenience. 

Applicants would also like to make the Examiner aware of the November 
21, 2001 references that have not been made of record in this application. This 
communication provides courtesy copies of the Information Disclosure Statement filed 
on November 21, 2001 . The copy of the IDS provided is identical to that submitted on 
November 21, 2001 . A copy of a date-stamped postcard is also enclosed to show prior 
receipt of the IDS by the U.S. Patent Office on January 4, 2002. The references cited in 
this particular IDS were submitted to the U.S. Patent Office by hand on January 23, 2004. 

Applicants request that cited references from the Information Disclosure 
Statements submitted on December 14, 2001 and the non-patent literature references 
submitted on November 2 1 , 200 1 be expressly considered during the prosecution of this 
application, and the references be made of record therein and appear among the 
"references cited" on any patent to issue therefrom. 

Applicants request that Examiner Chambers consider these references and 
provide applicants a checked-off copy of the attached Information Disclosure Statements 
to show that these references have been considered pursuant to 37 CFR § 1.97. 

If the Examiner has any questions regarding this submission, please call 
the undersigned at 303-571-4000. 
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Application No. 09/724,784, filed November 28, 2000 (Attorney docket No. 20174C-003000US). It is 
respectfully requested that the cited references be expressly considered during the prosecution of this 
application, and the references be made of record therein and appear among the "references cited" on 
any patent to issue therefrom. 
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search has been conducted or that mis statement encompasses all the possible relevant information, and 
no inference should be made that the information and references cited are, or are considered to be 
material to patentability because they are in this statement. No inference should be made that the 
information and references cited are prior art merely because they are in this statement. 
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